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1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
fornn the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

2. Claims 4-6, 8, 10, 12 and 14 are rejected under 35 U.S.C. 102(e) as being clearly 
anticipated by Nakamura et al. 

In regards to claim 4, Nakamura et al. show all the elements of the claimed invention 
in figs. 1 and 2. It is a semiconductor device exhibiting a high breakdown voltage, the 
semiconductor device comprising: a semiconductor substrate [1 1] of a second 
conductivity type (p-type); a first region [13] of a first conductivity type (n-type) formed 
selectively in the surface portion of the semiconductor substrate; a second region [15] of 
the second conductivity type formed selectively in the surface portion of the 
semiconductor substrate; a third region [17] of the first conductivity type formed 
selectively in the surface portion of the first region [13]; the second region [15] and the 
third region [17] being spaced apart from each other; a fourth region [21] of the first 
conductivity type formed selectively in the surface portion of the second region [15]; an 
offset region [19] of the second conductivity type formed selectively in the surface 
portion of the first region [13] between the second region [15] and the third region [17]; a 
first insulation film [32] on the offset region [19]; a gate electrode [33] above the 
extended portion of the second region [15] extending between the fourth region [21] and 
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the first region [13] with a gate insulation film [32] interposed between the extended 
portion of the second region [15] and the gate electrode [33]; a first main electrode [27] 
on the fourth region [21]; and a second main electrode [25] on the third region [17]; 
wherein the offset region [19] comprises a plurality of sub-regions aligned between the 
second region [15] and the third region [17], the impurity concentrations of the sub- 
regions being different from each other (fig. 2). 

It is inherent that the offset region [19] becomes a depletion layer when the device is 
turned OFF because there is always a depletion region formed in the area adjacent to 
the pn junction between the p-type offset region [19] and the n-type region [13]. 

In regards to claim 5, Nakamura et al. further disclose the depths of the sub-regions 
of the offset region [19] are different from each other. 

In regards to claim 6, Nakamura et al. further disclose the gate electrode [33] is 
extended onto the first insulation film [32]. 

In regards to claim 8, Nakamura et al. further disclose the impurity concentration of 
the sub-region on the side of the second region [15] is higher than the impurity 
concentration of the sub-region on the side of the third region [17]. 

In regards to claim 10, Nakamura et al. further disclose the diffusion depth of the 
sub-region on the side of the second region [15] is deeper than the diffusion depth of 
the sub-region on the side of the third region [17]. 

In regards to claim 12, Nakamura et al. further disclose the impurity concentration of 
the sub-region is the concentrafion of an impurity of the second conductivity type (p- 
type). 
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In regards to clainn 14, Nakamura et al. further disclose the offset region [19] 
contains the first conductivity type (n-type) impurity because the p-type offset region [19] 
is formed in the surface of the n-type first region [13], 

In regards to claim 14, the process limitation of how the offset region is formed has 
no patentable weight in claim drawn to structure. Note that a "product by process" claim 
is directed to the product per se, no matter how actually made. In re Hirao, 190 USPQ 
15 at 17 (footnote 3). See also In re Brown, 173 USPQ 685; In re Luck, 177 USPQ 523; 
In re Fessmann, 180 USPQ 324; In re Avery, 186 USPQ 161; In re Wertheim, 191 
USPQ 90 (209 USPQ 554 does not deal with this issue); and In re Marosi et al, 218 
USPQ 289, all of which make it clear that it is the patentability of the final product per se 
which must be determined in a "product by process" claim, and not the patentability of 
the process, and that an old or obvious product by a new method is not patentable as a 
product, whether claimed in "product by process" claims or not. Note that applicant has 
the burden of proof in such cases, as the above caselaw makes clear. 

Therefore, the phrase "the surface impurity concentration of the offset region of the 
second conductivity type is changed by adding an impurity of the first conductivity type, 
the amount thereof being less than the amount of the impurity of the second 
conductivity type in the offset region" is thus non-limiting. 

3. Applicant cannot rely upon the foreign priority papers to overcome the above 
rejection because a translation of said papers has not been made of record in 
accordance with 37 CFR 1.55. See MPEP § 201.15. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Steven Loke whose telephone number is (571) 272- 
1657. The examiner can normally be reached on 7:50 am to 5:20 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Eddie Lee can be reached on (571 ) 272-1 732. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




